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ppmarks f Arguments: 

Cairns 1, 9 and 13 have been amended. No new material is introduced herein. Claims 
1-14 are pending. 

Support for the amendments to claims 1, 9, and 13 can be found, for exampie, in 
paragraphs [0021] and [0034] (read-only memory); paragraph [0046] (compatibility 
determination; paragraphs [0034] and [0045] (verification and restoring original software); and 

Figs. 1-3. 

The specification was objected to as failing to provide antecedent basis for the claimed 
subject matter. In particular, it is asserted that the feature of a flash memory, cited in claim 6, 
is not disclosed in the subject disclosure. Applicant respectfully disagrees. Paragraphs [0006] 
and [0015], for example, in the subject disclosure describe that the smart card includes 
personal computer memory card international association (PCMCIA) Type I-HI cards and Japan 
electronic industry development association (JBDA) cards. One of skill in the art would be 
aware that PCMCIA Type I-HI memory cards may include flash memory. (See for example, the 
enclosed Wikipidia article entitied "PC card"). Accordingly, applicant respectfully requests that 
the objection to the specification be withdrawn. 

Claim 1 was rejected under 35 U-S.C. §102(e) as being anticipated by Prus et al. (U.S. 
Pat. App. No. 2005/0144651). This ground for rejection is overcome by the amendments to 
claim 1. in particular, Prus et al. do not disclose or suggest: 

a method of upgrading operational software in a host device having a smart card 
j-^y iTffg. inHMdinc a read-only memory having ongmal software for the 

host device... 

d jpjn g „nn rari Pd software * n^wHMe the ffiggPl ^comparlno 

attributes of the upgraded software to that of the host dev.ce, the host device 
fSESm 1 15 determination of compatibility before the upgraded software ,s 
transferred from the smart card... 

if the upgraded software is determined to be ^pwtWq^rensfrr^ 
c^Tm the smart card to a memory of the host device to perform the code 

upgrade.. . 



I 
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■ ■ir.lMn rtir -nft-nr ftnl ^ ™ gg^^,aSfcSS5? 
and jfttr .nftware can notbe v erify, restormq .■j e .^^— ^ 

rhe read-o nly memory... 



as required by claim 1 (emphasis added). 

Prus et al. disclose, in Fig. 1, a settop receiver 150 that is connected to head end 101 
which downioads software to settop receiver 150 (paragraph [0018]). Settop receiver 150 
includes a bootloader 300 capable of detecting the presence of a smart card (paragraph 
[0033]) The bootloader 300 also checks for existence of operating system/control program 

ftware and dowjilflads an o perating aste rn /mntml program fcom, » nd 101 if ]t detects a 
^rveLnTthe host memory (paragraph [0026] and Abstract). Prus et al. do not 
disclose or suggest a method of upgrading operational software Including "transferring the 
upgraded software from the smart card to a memory of the host device." Prus et al., instead, 
downloads an operating system/control program from a head end. Furthermore, Prus et a. do 
not 1) determine a compatibility of the upgraded software with the host device, or 2) transfer 
the upgraded software if the upgraded software is determined to be compatible, or 3) venfy the 
software transferred to the memory or 4) restore the origina. software from the read-only 
memory in the host device if the transferred software can not be verified, as requ.red by 
applicant's amended claim 1. Thus, Prus et al. do not include all of the features of Cairn 1. 
Because Prus et al. do not disclose or suggest all of the features of claim 1, cla.m 1 .s not 
subject to rejection under 35 U-S.C §102(e) as being anticipated by Prus et al. 

Claims 5-6 and 8 were rejected under 35 U.S.C. §102(b) as being anticipated by Diehl et 
al. (U.S. Pat. No. 5,835,864). This ground for rejection is respectfully traversed. In part.cular, 
Diehl et al. do not disclose nor suggest: 

as a code upgrade card,., 
as required by applicant's claim 5. 
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Diehl et .1. discloses a dgdjcaterl smart card (see CoL 2, lines 3-6) that contains a CPU, 
a memory and an interface that functions as a reset, presents an application Identifier and 
transmits data in a tab.e that is used for customization (see Co,. 2, .ines 35-48). Accord.ng o 
Diehl et a.., the smart card may include channe. al.ocation tables for different sites belonging to 
a program provider (Col. 2, line 66- Col. 3, line 1). Diehl et a., do not disclose or suggest that 
the smart card includes »a memory for holding upgraded software for delivery to the host 
device" or that the memory includes "a card information structure (CIS) for identifying the 
smart card as a code upgrade card/' as required by applicant's claim 5. Although Diehl et al. 
disclose that the smart card includes a memory, the Diehl patent is silent regarding the memory 
holding upgraded software or the memory including a CIS for identifying the smart card as a 
code upgrade card. Thus, Diehl et al. do not include all of the features of cla.m 5. 

Because Diehl et al. do not disclose all of the features of claim 5, daim 5 is not subject 
to rejection under 35 U.S.C §l02(b) as being anticipated by Diehl et al. Because claims 6 and 
8 include all of the limitations of claim 5 from which they depend, claims 6 and S are not 
subject to rejection under 35 U.S.C. §102(b) as being anticipated by Diehl et al. 

□aim 13 was rejected under 35 U.S.C. §!02(b) as being anticipated by McClellan et al. 
(U.S. Pat. No. 5,619,250). This ground for rejection is overcome by the amendments to claim 
13 In particular, McCiellan et al. do not disclose or suggest: 

?he determination of compatibility before the software upgrade is read from the smart 



card... 

...if the software upgrade is determined to be <^" b ^ 

of the smart card and writing the software upgrade to a memory of the compliant nose 
device... 

^ fainn th« soft— ffljagD tg >hP memory using data stored on the smart card and 
l ^ne wriSen software gap not hp veHfied^orinn the origin,! snftwarp from the rea d, 
only memory... 

as required by amended claim 13 (emphasis added). 
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McC.el.an et al. disclose, in Rg. 2, a deeding system 40 including a PCMCIA interface 52 
• which accepts PCMCIA cards including system upgrades in the form of upgrade moduies (Col. 7, 
nnes 58-65). A new modu.e is either placed in RAM 14 or FLASH memory 50 of the decoding 
system 40. If the upgrade is piaced in FLASH memory, the upgrade is extendable beyond the 
current session (Col. 8, iines 12-23). McCleiian et al. discloses that the original operating 
system software is stored in the ROM (Co.. 6, iines 40-41). McCleiian et al. do not disdoseor 
suggest "verifying the software written to the memory using data stored on the smart card or 
•If the written software can not be verified, restoring the original software from the read-only 
memory," as required by Applicant's claim 13. Although McCleiian et al. disclose performing a 
validity check on a module to in order to avoid misidentifying random data (Col. 9, l.nes 17-33), 
McCleiian et al. do not disclose verifying software that is written to memory using data stored 
on the smart card. McCleiian et al. further do not disclose restoring the original software from 
the read-only memory if the written software can not be verified. McCleiian et al., instead, 
disclose including multiple versions of an update stored in FLASH memory (Col. 8, Ime 51-66). 
Thus McCleiian et al. do not include all of the features of claim 13. Because McCleiian et al. do 
not disclose all of the features of claim 13, claim 13 is not subject to rejection under 35 U.S.C 
§l02(b) as being anticipated by McCleiian et al. 

□aims 2 and 9-12 were rejected under 35 U.S.C §l03(a) as being unpatentable over 
Prus et al. in view of OpenCable Specification. Claim 2, however, includes all of the features of 
claim 1 from which it depends and is patentable over Prus et al. for at least the same reasons 
as claim 1- 

The OpenCable Specification discloses a specification for an open cable host and point- 
of-deployment (POD) interface. The OpenCable Specification does not provide the deficiencies 
of Prus et al. because it does not disclose or suggest 1) that the host device includes a read- 
only memory having original software, 2) determining if upgraded software is compatible w.th 
the host device before the upgraded software is transferred from the smart card, 3) venfy.ng 
the software transferred to the memory and 4) restoring the original software from the read- 
only memory if the transferred software can not be verified, as required by claim 1. 

The cited art, taken singularly or in combination do not disclose or suggest all of the 
features of claim 1. Accordingly, claim 2, which includes all of the features of claim 1 from 
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which it depends is a.so not subject to rejection under 35 U.S.C. §103(3) as being unpatentable 
over Prus et al. in view of OpenCabie Specification. 

The rejection of claim 9 is overcome by the amendments to daim 9. Neither Prus et al. 
nor the OpenCabie Specification disclose or suggest: 

* , M H-nnlv mer^ry hav.no original prog ram data, for the set top box... 

..pqrariPd software... 

prngr^r p ^ata froff fha read-only memory... 

the set top box determjjigs She romnatihilifv before ffig up g raded software is 
transferred from the POD interface to the memory... 

as required by amended claim 9 (emphasis added). 

As described above, Prus et al. do not disclose or suggest 1) a read-only memory having 
original program data, 2) a bootstrap loader which is configured to controi the processor to 
transfer program data from the POD interface to the memory to overwrite the operational 
software with upgraded software, 3) determining means which determines whether the 
upgraded software is compatible by comparing attributes of the upgraded software to that of 
the host device, 4) verifying the program data transferred by the bootstrap loader using data 
stored on the smart card and 4) restoring the original program data from the read-only memory 
if the transferred program data can not be verified, as required by amended claim 9. The 
OpenCabie Specification is described above and does not provide the material missing from Prus 
et al. Accordingly, neither Prus et al. nor the OpenCabie Specification include the features of 
amended claim 9. 

Because Prus et al. and the OpenCabie Specification, either alone or in combination, do 
not disclose all of the features of claim 9, claim 9 is not subject to rejection under 35 U.S.C. 
5103(a) as being unpatentable over Prus et al. in view of OpenCabie Specification. Because 
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claim 10-12 Include a!, of the limitations of claim 9 from which they depend, claims 10-12 are 
nZbJect tl reaction under 35 U.S.C. 5 103<a, as being unpatentable ever Prus et al. ,n view 
of OpenCabie Specification. 

Claim 3 was rejected under 35 U.S.C. 1103(a) a* being unpatentab.e over Prus et a. In 
view of the ATSC standard. Claim 3, however, includes a., of the features of claim 1 from wh.ch 
it depends and is patentable over Prus et a., for at least the same reasons as cla.m 1. 

The ATSC standard discloses a standard for a conditional access system for terrestrial 
broadcasting. The ATSC standard does not provide the deficiencies of Prus et al. because ,t 
does not disclose or suggest 1) that the host device includes a read-only memory hav.ng 
origL software. 2) determining if the upgraded software is compare with the host dev.ce 
before the upgraded software is transferred from the smart card, 3) verifying the software 
tarred to the memo^ and 4) restoring the original software from the read-only memory ,f 
the transferred software can not be verified, as required by claim 1. 

The cited art taken singularty or in combination do not disclose or suggest the features 
of claim 1. Accordingly, claim 3, which includes all of the limitations of Calm 1 
depends is also not subject to rejection under 35 U.S.C |103(a) as being unpatentable over 
Prus et al. in view of the ATSC standard. 

Claim 4 was rejected under 35 U.S.C §103(a) as being unpatentaWe over Prus et al. in 
view of Opencable Specification and further in view of Kidder et al. (U.S. Pat. App. No. 
2004/0031030). 

Prus et al. and the OpenCable Specification are described above. Kidder et al. disclose 
an appeiatus for facilitating hot upgrades of software components within a 
network device using signatures genemted by a signature gene ra tion program. Kidder et , I. do 
not provide the deficiencies of Prus et .1. because it does not disclose or suggest l) that the 
host device includes a read-only memory having original software, 2) determining a If the 
upgraded software is compatible with the host device before the upgraded software ,s 
transferred from the smart card, 3) verifying the software transferred to the memory and 4, 
restoring the original software from the read-only memo-Y if the transferred software can not be 
verified, a$ required by claim 1. 

Page 12 of 14 

PAGE 14/16 ' RCVD AT 311/2006 4:15:09 PM [Eastern Standard Time] ■ SVR:USPTO-EFXRF-6/45 * DNISOTOO 1 CSID:6104070701 • DURATION (mm-ss):03-52 



03-01-2006 04:19PM FROM-RatnerPrastia 



6104070701 



T-074 P. 015/016 F-525 



MATP-616US 

Appln. No.: 10/047,553 
Amendment Dated March 1, 2006 

Reply to Office Action of December 1, 200b 



The cited art taken singularly or in combination do not disciose or suggest the features 
of c ,a,m 1. According*, claim 4, which includes a., of the limitations of claim 1 
depends is also not subject to rejection under 35 U.S.C §103(a) as being unpatentable over 
Prus et al. In view of OpenCable Specification and further in view of Kidder et al. 

daim 7 was rejected under 35 U.S.C. §103(a) as being unpatentable over Diehl et al in 
view of McClelian et ai. Claim 7, however, includes all of the features of claim 5 from which ,t 
depends and is patentable over Diehl et al. for at least the same reasons as c.a.m 5. 

McClelian et al. is described above. McClelian et al. do not provide the deficiencies of 
Diehl et al. because it does not disdose or suggest that a smart card includes "a memory for 
holding upgraded software for delivery to the host device" or that the memory includes "a card 
information structure (CIS) for identifying the smart card as a code upgrade card," as requ.red 
by claim 5. 

The cited art taken singularly or in combination do not disclose or suggest the features 
of claim 5. According*, claim 7, which includes all of the limitations of claim 5 from which ft 
depends is also not subject to rejection under 35 U.S.C. §103(a) as being unpatentable over 
Diehl et al. in view of McClelian et al. 

Claim 14 was rejected under 35 U.S.C. §l03(a) as being unpatentable over McClelian et 
al in view Of Kidder et al. Claim 14, however, includes all of the features of claim 13 from 
which it depends and is patentable over McClelian et al. for at least the same reasons as cla.m 



13. 



Kidder et al. is described above. Kidder et al. do not provide the deficiencies of 
McClelian et al. because it does not disclose or suggest "verifying the software written to the 
memory using data stored on the smart card" or 'if the written software can not be venf.ed, 
. restoring the original software from the read-only memory," as required by cla.m 13. 

The cited art taken singularly or In combination do not disclose or suggest the features 
of claim 13. Accordingly, claim 14, which indudes all of the limitations of claim 13 from wh.ch 
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it d^d. is a,so not subject to ruction undar 35 U.S.C. S103M as beln, unpatentabie ovar 
McClellan et al. in view of Kidder et al. 

in view of the amendments and arguments set forth above, it is respectfully requested 
that the objection to the specification and the rejection of claims 1-14 be withdrawn. 

Respectfully submitted, 



KennetfiTsiTNigon, Reg. ^0^3 1,549 
Attorney for Applicant 



KNN/ap/pb 

Dated: March 1, 2006 



13 P.O. Box 980 

Valley Forge, PA 19482 
(610) 407-0700 



□ P.O. Box 1596 

Wilmington, D£ 19899 
(302) 778-2500 



The Director Is hereby authorized to charge 
or credit Deposit Account No. 18-0350 for 
any additional fees, or any underpayment or 
credit for overpayment in connection 
herewith. 



I Hereby certify that this correspondence is being deposited 
with the United States Postal Service as first class mail, 
with sufficient postage. In an envelope addressed to. 
Commissioner for Patents, P.O. Box 1450. Alexandria, VA 
22313-1450 on: 




/ 



Patricia C Bocceila 
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